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accompanies this Appeal Brief. It is submitted that the application and claims are properly formed 
and the issues distilled and ripe for appeal. 
L REAL PARTY IN INTEREST 

The real party in interest is Easton-Bell Sports, Inc., the assignee of the present application as 
set forth in the assignment recorded at Reel 017746, Frame 0609, dated June 9, 2006. Easton-Bell 
Sports, Inc. is a wholly owned subsidiary of RBG Holdings Corp., which is owned by EB Sports 
Corp., which is owned by parent company Easton-Bell Sports, LLC. 

II. RELATED APPEALS AND INTERFERENCES 

With respect to other appeals that will directly affect, or be directly affected by, or have a 

bearing on the Board's decision in this appeal, the appeal of Application Serial No. 10/439,652 (filed 
May 15, 2003) is identified. This appeal was filed on June 13, 2007. 
ffl. STATUS OF CLAIMS 

Pending Claims & Claims on App eal: 

Claims 30-37, 40, 42-49, and 108-1 10 are currently pending in the present application, with 
claim 30 being the sole independent claim. Each of the claims stand rejected under 35 U.S.C. 
§ 103(a). There are no other grounds of rejection. Claims 30-37, 40, 42-49, and 108-1 10 are on 
appeal. 

Cancelled & Withdrawn Claims : 

Claims 1-29, 38-39, and 50-107 were cancelled in Preliminary Amendment dated January 16, 
2004. Claim 41, due to typographical error, never existed. 
IV. STATUS OF AMENDMENTS 

No amendments have been filed subsequent to the Final Office Action mailed on May 9, 

2006. 
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V. SUMMARY OF CLAIMED SUBJECT MATTER 

Independent claim 30, as; amended during prosecution, is directed to a hybrid hockey stick 
blade comprising a composite paddle portion having a recessed heel permanently coupled to a 
wooden hosel portion being adapted to being removably coupled to a hockey stick shaft. (See e.g.. 
Figs. 14A-G; Figs. 17A-D; Appl. page 16, line 6 to page 25, line 16; and Appl. page 22, line 20 to 
page 26, line 11.) The first end section of the hosel portion includes a slot wherein the recessed 
surfaces of the heel section of tlie composite paddle are received and permanently coupled. (IdL; see 
also Figs. 17B, 17C and 17D; Appl. page 22, line 20 to page 24, line 18; Figs. 1, 2, 5 and 6.) The 
second end section of the hosel portion being adapted to being received within a tubular portion of a 
hockey stick shaft. ( Id. : see also Figs. 17A-D, Appl. page 24, line 19 to page 26, line 1 1 ; Figs. 10- 
13.) 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Claims 30-37, 40, 42-49, and 108-1 10 stand rejected under 35 U.S.C. 103(a) as being 
unpatentable over Christian (USPNo. 6,039,661) in view of Tiitola (USPNo. 5,407,195). 

VII. ARGUMENT 

A. Introduction 

The invention here is generally directed to hockey sticks and in particular to hybrid hockey 
stick blades having a unique configuration and construction. To place the invention in the proper 
context so that it may be fully appreciated, a short discussion of the prior art, specifically the two 
cited references, and the previously submitted "Declaration of Edward M. Goldsmith Pursuant to 37 
C.F.R. § 1.132" (attached hereto as Evidence Appendix Exhibit A), as they relate to the development 
of the hockey stick art is believed in order. 
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1. Early Hockey Sticks Were Unitary Structures Carved From a Single 
Piece of Wood 

As explained in the Background Section of the subject application, hockey sticks are 
generally comprised of a blade portion and an elongated shaft portion which allows the player to 
manipulate or communicate witii the blade during play. Because the blade is the part of the hockey 
stick that endures the greatest punishment during the rigors of play, early hockey sticks 
manufactured through the first decades of the 1900s were carved from a single piece of wood. (See 
e.g., Goldsmith Declaration 1 14.) The idea being that a unitary hockey stick, wherein the blade and 
the shaft were seamless unitary extensions of one another, could endure greater stress than hockey 
sticks formed ofone or more separately made and joined components. (IdJ The hockey stick 
illustrated below is representative of such a single piece construction. (Id.) 

Early Carved Single Piece Hockey Stick 




In later versions, wood hockey sticks were constructed with the blade and shaft being formed 
from different pieces of wood and permanently connected together. This construction, while 
reducing waste, fiirther weakened the area between the blade and shaft. (Id at 1 6-22.) 
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2. The Replaceable Blade Hockey Stick Configuration and 

USPNo. 5,303,916 issued on April 19, 1994 to Aubrey Rodgers 

As further described in the Background Section of the subject application, hockey sticks 
constructed of wood, although providing a "feel" that many hockey players prefer, or perhaps over 
the years have become accustomed to, nevertheless continued to have many shortcomings. 

First and foremost, wood hockey sticks lacked durability often due to fractures in the blade, 
which frequently occurred at the joint between the blade and the shaft. (Goldsmith Declaration ^22.) 
Thus, frequent replacement was required. (Id.) This is not surprising given the substantial and 
sudden impacts received by the blade during the normal course of play (e,g,, swinging the blade at 
high speed at hard vulcanized rubber pucks, slapping the blade on the ice, smashing the blade into 
(or between) the rink boards goal bars, skates, etc.). (Id.) Furthermore, due to the variables inherent 
in wood construction and manufacturing techniques, wood sticks were often difficult to manufacture 
to consistent tolerances (e.g., the curve and flex of the blade often varied even with the same model 
and brand of stick). (Id.) Thus, when the stick was no longer in usable condition, the player was left 
without a seamless and comfortable replacement. (Id.) Moreover, because the blade and the shaft 
were permanently attached to one another, the durability of wood hockey sticks was dependent on 
the durability of each component. (Id.) As such, it was not unconmion for an unusable wood 
hockey stick to be scrapped with a shaft that was in good condition. Consequently, significant waste 
of natural resources occurred in that, of the two components, the shaft component comprises the vast 
majority of the wood that is employed in making the stick. 

As explained in U.S. Patent No. 5,303,916 issued on April 19, 1994, in the name of Aubrey 
Rodgers (previously cited, attached hereto as Evidence Appendix Exhibit B), in an attempt to 
improve upon the durability of traditional wooden hockey stick constructions, contemporary hockey 
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stick design — with the advent of tubular non-wooden hockey stick shafts - increasingly veered 
away from the traditional permanently attached blade towards a replaceable blade configuration so 
that a damaged blade could be readily removed from the shaft and replaced with a new blade, to wit: 

Hockey Sticks have traditionally been a one-piece wooden 
structure. During a typical hockey game, a hockey stick can impact 
the ice hundreds of times at force levels that often result in fiacture or 
breakage of the stick. Breakage of hockey stick occurs most 
frequently at the blade portion or at the lower part of the shaft that 
extends from the blade portion. It is thus fairly common for many 
hockey players to replace a broken stick at least once during each 
hockey game. 

In an attempt to improve the durability of a hockey stick 
without sacrificing the characteristics of weight, feel, and flexibility 
that are desirable in a hockey stick, materials other than wood have 
been resorted to in constructing hockey sticks. Thus although a 
wooden hockey stick has set the standard for weight, feel and 
propulsion of a puck, a new generation of sticks have been formed of 
plastic and aluminum, as well as laminates of fibrous, plastic and 
resinous materials. Generally plastic and aluminum provide good 
strength characteristics for a hockey stick, but the weight, wear and 
feel of these materials do not command universal acceptance by 
hockey players. 
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Since most hockey players prefer a wooden hockey blade, 
much attention has been directed to the development of a durable, non- 
wooden hockey stick shaft that can be used with a wooden blade but is 
less likely to break than a wooden shaft. One result of such 
development effort is a hollow aluminum or fibrous hockey stick shaft 
capable of receiving a replaceable blade that can be formed of wood or 
plastic. 

For example, U.S. Pat. No. 4,086,115 to Sweet et al. shows a 
hollow hockey stick shaft made from graphite fiber and resin. The 
hockey stick includes a wooden blade with a tongue that engages one 
end of the hollow shaft and is bonded therein with a polyester resin 
mixture. It has been found that hollow shafts formed of graphite fiber 
and resin as disclosed in this patent are more durable than wooden 
shafts but are still prone to fi-acture imder the usual forces that a stick 
is subject to in a hockey game. 



C916 Patent at CoL 1, lines 14-54). 

As indicated in the '916 patent, initially the tubular shafts were formed of aluminum and 
fibrous plastics. (Goldsmith Declaration ^ 24.) However, since most hockey players preferred a 
wooden hockey blade, the blades in these replaceable blade configurations continued to be made of 
wood. (Id.) In order to retain a uniform hitting surface of the blade while providing a means to 
connect the blade to the shaft, the blades were configured to include an upward extension fi'om the 
heel — often referred to as a "tennon," "shank," or "hosel" — that was dimensioned at its upper region 
to be received within the lower end of the tubular shaft so as to generally form a four-plane lap joint. 
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( Id. at TIf 25-26.) In this manner, the entire blade could be uniformly constructed even at the heel 
region. (Id.) This two-piece configuration with an upward hosel extension from the blade improved 
durability of the hockey stick in three aspects. First the shaft was protected from the high impact 
region at the heel of the blade. Second, the shaft, being made of fiber reinforced resin or aluminum, 
was more durable than the previously employed wooden shafts. Third, because the configuration 
facilitated reuse of the shaft witli new blades, the waste previously incurred when the blade was 
fractured was significantly reduced. Notably however, these improvements did not overcome the 
lack of durability and uniformitj^ of the wooden blade. (Id. at ^ 27.) Notwithstanding the many 
advantages of synthetic replacement blades, there continued to be a significant number of players 
that preferred the traditional wooden hockey stick even though more durable synthetic replaceable 
blades became increasingly available. (Id. at If 3 1 .) 

3. Composite Blades and USPNo. 5,507,195 to Tiitola et aL 
As described in U.S. Patent No 5,407,195 issued on April 18, 1995 to Antti-Jussi Tiitola et 
al. (attached hereto as Evidence Appendix Exhibit C), there was a perception by those of skill in the 
art that the continued preference for traditional wooden hockey sticks was due to the failure of 
synthetic blades to provide physical attributes (e.^., stif&iess, flex, weight, etc.) comparable to 
wooden blades while providing improved dvirability: 

A blade for a hockey stick must be extremely strong in order 
for it to indure [sic] the tremendous forces developed between it and a 
puck. On the other hand, the blade must have a certain amount of 
flexibility so that the player has an acceptable level of "feel" while 
handling a puck or executing a shot. The optimum design of a blade 
fiirthermore includes a primary concave contact face which places a 
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further limit on its construction; the blade also usually has a 
corresponding convex contact face which is more or less parallel to the 
concave face, i.e. in order to keep the weight of the blade low. 

Many types of hockey sticks are presently known. 

Traditional blades for ice hockey sticks are made of one or 
more pieces (e.g. layers) of wood. A shortcoming of wooden blades is 
that they are generally not strong enough and thus do not hold up well 
under the usual conditions encountered when playing hockey. 
Moreover, laboui* and material costs for the manufacture of wooden 
blades are relatively high. 

A wooden blade may also be reinforced with fiber (e.g. glass) 
fabric which is impregnated and bonded to the wooden surface with a 
synthetic resin. These types of reinforced wooden blades have given 
good results including good playing performance, this performance is 
mainly the result of the combination of low weight and high stiffness. 

Blades made entirely out of synthetic materials are also known; 
these include composite blades comprising a fiber (e.g. glass) 
laminated core (see for example U.S. Pat. Nos. 4,059,269, 4,488,721, 
4,591,155, 4,600,192, Finish Pat. No. 65018, etc.) However, 
difficulties are still encountered in providing a (synthetic) composite 
blade for a hockey stick that can withstand the substantial impacts to 
which it is subjected during use yet provide a "feel" comparable to that 
of traditional wooden sticks when handling the puck and executing a 
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shot. Plastic blades may, for example, have good strength 
characteristics but may have (high) weight, (low) wear and/or feel (i.e. 
low stiffiiess) characteristics which may be unacceptable to some 
players. It is possible, for example, to obtain a light weight blade 
having good stiffness by using a core of polyurethane foam, but, such 
a core may have a limited shear strength which may lead to internal 
fracture of the blade during use. 

Accordingly, it would advantageous to have an altemative 
composite blade construction for a hockey stick or the like which may 
be strong, durable, light weight and of acceptable stififhess. 



CI 95 patent at Col. 1, lines 19-68). In an attempt to overcome this perceived shortcoming, Tiitola et 
al. disclosed a hockey stick blade construct in which the blade comprised a first face member and a 
second opposed face member. The first and second face members being spaced apart and formed of 
fiber reinforced plastic materials. Sandwiched between the first and second face members is a core 
cavity member comprising one or more bridge members of fiber reinforced plastics material. The 
first face member, the second face member and the bridge members are integral, and one or more of 
the bridge members are integral, and one or more of the bridge members comprises a fiber 
reinforcing component oriented transversely with respect to the first and second face members. 

Although such composite hockey stick structures had many objective benefits, as set forth in 
the background section of the subject application, many players continued to prefer the feel of 
wooden hockey sticks. (Goldsmith Declaration \ 33.) The inventors in the pending application 
realized that the preference for wooden hockey stick was perhaps less a derivative of the fact that the 
hockey sticks themselves were made of wood, but rather a derivative of the manner by which 
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traditional wood hockey sticks were constructed. (Id. at Tf 34.) In other words, while the industry 
perceived the preference for wooden hockey sticks as one of materials, the inventors —contrary to 
industry perceptions - perceived the preference as being not only the materials but also the manner 
by which the blade and shaft in traditional wood hockey stick constructions were mated or joined. 

m 

The result of the inventors' insight is a hybrid hockey stick blade of unique configuration and 

construction that is adapted to being joined to a hockey stick shaft in a manner that provides the 

characteristics tihat allow a hockey player a comfortable "feel," while providing the player v/ith the 

desired performance and durability. (Id at ^ 35.) 

B. The Combination of Christian et al. (USPNo. 6,039,661) and Tiitola et al. 
(USPNo. 5,047,1 95) Do Not Render Obvious The Claims At Issue 

1. Independent Claim 30 And The Examiner*s Rejection 

Independent Claim 30, the only independent claim presented on appeal and amended during 
prosecution, is as follows: 

Claim 30 (Currently amended): A hybrid hockey stick blade adapted to being 
removably coupled to a hockey stick shaft comprising: 

a composite paddle portion comprising: 

i. an elongate member extending from a tip section to a heel section and 
having a front face and a back face; 

ii. the heel section comprising front-side and back-side facing surfaces 
that are recessed relative to adjacent portions of the front and back faces; 

iii. the elongate member fiirther comprising an inner foam core and one or 
more plies disposed within a hardened resin matrix material overlaying the inner 
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foam core, wherein the one or more plies comprise fibers aligned in one or more 
defined directions; and 

a wooden hosel portion comprising: 

i. an adapter member constituted at least in part of wood and extending 
longitudinally firom a first end section to a second end section; 

ii. the first end section includes a slot wherein the recessed surfaces of the 
heel section are received and permanently coupled thereto; and 

iii. the second end section being adapted for receipt within a tubular 
portion of a hockey stick shaft;, 

wherein a portion of said fibers being interposed between one or more of the 
recessed heel section surfaces and an overlying inner surface defining the slot in the 
first end-section of the hosel portion. 

Thus, as amended, independent claim 30 is directed to a hybrid hockey stick comprising a 
composite paddle portion having a recessed heel permanently coupled to a wooden hosel, which in 
tum is adapted for receipt by a tubular hockey stick shaft. 

In rejecting Claim 30, the Office Action mailed May 9, 2006 misinterprets the disclosure and 

teachings of the cited prior art references. Specifically, the rejection of claim 30 (after the 

amendments of March 14, 2006) is conclusory, devoid of any discussion of the present claim 

limitations, and erroneously assumes those claim limitations exist in the prior art, which they do not. 

The rejection set forth in the Office Action of May 1, 2006, is as follows: 

"Conceming the amendments to claim 30, when a fiber composite blade 
such as Tiitola's is joined at the hosel in the manner disclosed by 
Christian, the fibers of the blade necessarily have to be between the 
recessed heel section and the slot." 
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"In response to applicant's arguments and the submitted declaration, it is 
the examiner's opinion that Christian discloses the claimed device with the 
exception of the type of blade used. However, numerous blade constructs 
are known in the art including that of Tiitola which meets the limitations 
of the blade claimed by applicant. Moreover, Tiitola provides a specific 
teaching that blades such as his are intended to improve upon blades such 
as Christian's. (See again Col. 1 of Tiitola). Thus, the ordinarily skilled 
artisan has been presented with the blade fastening being claimed 
(Christian), the type of blade being claimed (Tiitola) and a specific 
teaching in the references themselves to improve the blade of the Christian 
type with one of the Tiitola construction. As such the ordinarily skilled 
artisan would have had a strong motivation to combine the references 
which results in eirrival of the applicant's claimed invention. Under 35 
U.S.C. 103 therefore the Examiner cannot find the claimed blade to be 
patentable." 

As indicated, the above rejection wholly fails to address several pertinent claim limitations, e.g., (i) a 
composite blade with a recessed heel, (ii) fibers interposed between the recessed heel and the 
wooden hosel, and (iii) a wooden hosel permanently coupled to a composite paddle portion and 
adapted for receipt within a tubular hockey stick shaft. These are not taught or suggested by the 
cited references. The rejection does not explicitly address these key differences between claim 30 as 
written and the prior art. Moreover, neither cited reference teaches or even suggests combining any 
aspect of the wood blade construct of Christian et al. (attached hereto as Evidence Appendix Exhibit 
D) with any aspect of the synthetic blade construct disclosed in Tiitola et al., let alone to combine 
those features in the manner claimed. Plainly, none of the identified claim limitations appear in the 
prior art. 

On these points, the Supreme Court in KSR Int'l Co, v. Teleflex recently stated: 

Often, it will be necessary for a court to look to interrelated teachings of 
multiple patents; the effects of demands known to the design community 
or present in the marketplace; and the background knowledge possessed 
by a person having ordinary skill in the art, all in order to determine 
whetiier there was an apparent reason to combine the known elements in 
the fashion claimed by the patent at issue. To facilitate review, this 
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analysis should be made explicit See In re Kahn, 441 FJd 977, 988 (CA 
Fed. 2006) ("Rejections on obviousness grounds cannot be sustained by 
mere conclusory statements; instead, there must be some articulated 
reasoning with some rational underpinning to support the legal conclusion 
of obviousness.) 



Although common sense directs one to look with care at a patent 
application that claims as innovation the combination of two known 
devices according to their established functions, it can be important to 
identify a reason that would have prompted a person of ordinary skill in 
the relevant field to combine the elements in the way the claimed new 
invention does. This is so because inventions in most, if not all, instances 
rely upon building blocks long since uncovered, and claimed discoveries 
almost of necessity will be combinations of what, in some sense, is already 
known. (Emphasis added.) 



KSR Int'l Co, V. Teleflex, 127 S. Ct. 1727, *1740.41, 167 L. Ed. 2d 705, **722 (April 30, 2007). 
Further, not only do the claimed limitations not exist in the prior art relied upon in the rejection, the 
rejection's discussion of the "known elements" refers only to "the blade" of each reference, and 
not — as required by KSR — ^to any elements of those blades. In other words, the rejection simply fails 
to identify the "known elements" of the prior art, no doubt because the blades of Tiitola et al. and 
Christian et al. do not contain the claimed features. 

The rejection is further in violation of the policy of the Patent Office, as explained in the 

Memorandum from Margaret A. Focarino, Deputy Commissioner for Patent Operations, dated May 

3, 2007 (attached hereto as Evidence Appendix Exhibit E), which states that the Patent Office policy 

remains one of identifying the "reason" why the "prior art elements" would have been combined. 



"Therefore in formulating a rejection under 35 U.S.C. § 103(a) 
based upon a combination of prior art elements, it remains 
necessary to identify the reason why a person of ordinary skill in 
the art would have combined the prior art elements in the manner 
claimed," citing KSR , (Bold emphasis in original of 
Memorandum; italics emphasis added) 



Plainly, the rejection does not provide an identification of the element or elements in the prior art or 
an "explicit analysis" of the cited art because the relevant claim limitations simply do not exist in the 
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prior art, e,g., a composite blade with a recessed heel, fibers interposed between a recessed heel 

surface and a wood hosel, and a wooden hosel permanently coupled to a composite paddle portion 

and for receipt with a tubular hockey stick shaft. 

2. Neither Christian nor Tiitola teaches, suggests or provides motivation to 
combine any aspect of the wood replacement blade in Christian with any 
aspect of the synthetic blade construct in Tiitola, let alone to combine 
features in the manner claimed 

While Tiitola et al. discloses a composite blade construction, it fails to disclose, suggest or 
otherwise teach a recessed heel section that is permanently mated within a slot of a wooden hosel. 
Quite the contrary, the blade constructs disclosed in Tiitola et al. have absolutely no recess at the 
heel, let alone one that is configured to be received in a mating portion of a hosel that is adapted for 
receipt within a tubular portion of a hockey stick shaft. Thus, the rejection imports into the Tiitola et 
al. reference a feature which does not exist, and for which there is no teaching or suggestion - a 
recessed heel portion. 

Christian et al., on the other hand, discloses an all wood hockey replacement blade having an 
exterior overlay of fiberglass including a pair of "reinforcement strips," (Col. 3, lines 1-50), but fails 
to disclose, suggest, or otherwise teach that any wooden portion of the blade be formed of foam. 
The replacement blade of Christian et al. is simply a wood blade wrapped with fiberglass and dipped 
in varnish. The primary strength of the blade disclosed in Christian et al. is derived from the wood 
construction, which may or may not be fiirther protected by a fiberglass overlay. See Christian et al. 
at Col. 6, lines 57-67. In contnist to wood, a foam core such as that identified in the rejection and 
attributable to Tiitola et al. has very little strength. Rather, a foam core is employed in synthetic 
blade construction during the curing process ~ one neither taught nor even suggested by Christian et 
al. ~ to provide the necessary intemal pressure to mold the fiber plies within the resin. Indeed, one 
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of ordinary skill in the art would not replace the wood components of the replacement blade of 
Christian et al. with foam (even with a protective fiberglass woven sleeve), because to do so would 
undermine the integrity of the blade structure disclosed in Christian et al. 

Hence, there is simply no teaching in either Christian et al. or Tiitola et al. of the hybrid 
hockey stick with a composite blade, wooden hosel and tubular shaft, as claimed. Neither reference 
teaches or even suggests combining any aspect of the wood blade construct disclosed in Christian et 
al. with any aspect of the synthetic blade construct disclosed in Tiitola et al., let alone to combine 
features of those references in the manner claimed. Indeed, as set forth in Goldsmith Declaration, 
discussed infra^ there is absolutely no motivation to employ a tongue and groove joint construction 
at a heel region of a synthetic replacement hockey stick blade because such a joint would be contrary 
to durability that was sought from such blades. Moreover, such a blade construct would introduce a 
lack of uniformity in the primary hitting surfaces, /.e., composite and wood. 

Additionally, the amendments to claim 30 further require that the fibers be interposed 
between a surface of the recessed heel section of the elongate member and an overlying inner surface 
defining the slot in the first end-section of the hosel portion. Neither reference discloses or even 
suggests this limitation. Notably, Tiitola et al. neither discloses a slot nor a recessed heel region as 
claimed, and Christian et al. does not disclose fibers except in the context of an optional fiberglass 
protective wrap over the exterior surface of the entire wood blade. See Christian et al. at Col. 6, 
lines 57-67. With regard to dependent claims 31-35, none of the additional fiber limitations is 
identified in the referenced prior art. 

In addition, it is noted that the additional limitations set forth in dependent claims 43 and 45 
are not disclosed in either Tiitola et al. or Christian et al. Neither reference teaches or suggests an 
intemal bridge structure comprising non-continuous fibers^ nor internal bridge structures extending 
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between the recessed front-side and back side facing surfaces of the heel section. All of the bridge 
structures in Tiitola et al. are made of layers of continuous fibers capable of being oriented at the 
desired transverse angle. Furthermore, since Tiitola et al. does not disclose or even suggest the 
employment of any recessed portion at the heel whatsoever, it cannot suggest that bridge structures 
be employed in that region as defined in claim 45. Accordingly, claims 43 and 45 are not obvious 
over the cited references for these additional reasons. 

With regard to dependent claims 109 and 110, Christian et al. does not disclose the use of a 
composite blade with a wooden laminate hosel. 

Finally, it is respectfully submitted that any conclusion that the pending claims are obvious 
over the two cited references amounts to nothing more than impermissible hindsight that fails to 
comprehend the context of the present hybrid hockey stick invention. Accordingly, it is respectfully 
submitted that pending claims 30-37, 40, 42-49, and 108-110 patentably distinguish over the prior 
art. 

C. Applicant's Evidence Regarding Commercial Success (the Goldsmith 
Declaration) Establishes That The Combination is Non-Obvious 

In support of the patentability of the claims, the previously submitted "Declaration of Edward 
M. Goldsmith Pursuant to 37 C.F.R. § 1.132" further evidences the non-obviousness of the claimed 
invention. Specifically, the Goldsmith Declaration serves the dual purpose of placing the claimed 
invention in the proper context vis-a-vis the prior art while also setting forth the conmiercial success 
of applicant's products embodying the invention. The Goldsmith Declaration with exhibits is 
incorporated herein by reference and attached to the Evidence Appendix and filed herewith. 

In response to the Goldsmith Declaration, the Office Action of May 9, 2006 states, in 
conclusorily fashion and without any fixrther discussions, that there exists 
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"no nexus between the commercial success alleged and the 
particularly claimed features of the hockey stick blade has been 
shown." 



A close examination of the Goldsmith Declaration plainly shows otherwise. 

34. I came to the realization that the preference for wooden hockey sticks was 
perhaps not only a derivative of the fact that the industry had failed to sufficiently 
"imitate" the "feel" of wood using synthetic materials construction materials, but that the 
preference may also be derivative of the manner by which the shaft and the blade of 
traditional wood hockey sticks were joined. In other words, while the industry 
perceived the preference for traditional wooden hockey sticks as primarily one of 
materials, I — contrary to industry perceptions — perceived the preference not only in 
terms of materials but also in terms of the manner by which the shaft and blade of 
traditional wood hockey sticks were mated or joined in such traditional hockey sticks. 

35. The result of this realization is embodied in the hybrid hockey stick 
blade constructions and configurations disclosed in the subject patent application, 
which was first filed on September 15, 2000. 

36. Prior to 2001 there were generally three categories of replacement hockey 
stick blades - wood, plastic, and composite. See Exhibit H discussed below. The three 
categories, as previously noted, are descriptive of the primary construction materials of 
the hosel and paddle. Hence for example the hosel and paddle of a "wood" replacement 
blade are each substantially constructed of wood or wood laminate and are often overlaid 
with fiberglass to improve durability. The hosel and paddle portions of a "plastic" blade 
are typically formed as a unitary injection molded structure made of PVC or like 
material. The hosel and paddle portions of a "composite" blade are typically formed of 
fibers (e.g., carbon, aramid, graphite, etc.) disposed within a hardened resin matrix 
material or resin overlaying a core structure such as foam or ABS plastic. 

37. In about March 2001, Easton first sold its "Hybrid Replacement Blade" 
product. Easton continues to sell its Hybrid Replacement Blade products to this day. 

38. Exhibits D-G are color copies of selected pages from Easton' s 2001 
through 2004 hockey catalogs depicting the various replacement hockey stick blades that 
were sold by Easton during those years. For each catalog the selected pages include (1) 
the front and back cover pages, (2) the pages of the catalog that illustrate Easton's 
replacement blades being sold that year, and (3) a page that includes a table of each 
replacement blade model and series thereof 

39. As described in the catalog pages (Exhibits D-G), Easton's Hybrid 
Replacement Blades are adapted to being removably coupled to a hockey stick shaft. 
Each Hybrid Replacement Blade comprises a composite paddle portion and a hosel 
portion constructed of wood. The composite paddle is generally comprised of a foam 
core overlaid with multiple plies of fibers disposed within a hardened resin matrix. The 
heel region of the composite paddle is recessed. One end of the hosel portion includes 
a slot the other is adapted to being received within a tubular portion of a hockey stick 
shaft The recessed region of the composite paddle is received within the slot and 
permanently connected thereto. 
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48. A consolidated summary of the three sub-categories of wood versus 
composite replacement blade sales set forth on page 6 of the Market Report is presented 
by year in Table 2 below. 



Table 2; Market Summary of Sales of Wood and Composite Replacement Blades 



Year 


Total Sales of Wood 
Replacement Blades 


Total Sales of 
Comoosite 
Reolacement Blade 


Total Sales of 
Comoosite and 
Wood Reolacement 
Blades 


1999 


$11,372,425 


$1,811,311 


$13,183,735 


2000 


$10,752,132 


$2,710,093 


$13,462,225 


2001 


$5,761,073 


$1,179,007 


$6,940,080 


2002 


$8,138,306 


$4,235,587 


$12,373,893 


2003 


$5,060,398 


$6,787,624 


11,848,022 



49. Notably, the industry-wide composite replacement blade sales figures 
during the time-span in which Easton ^s Hybrid Replacement Blade products were on 
the market were generally trending upwards while at the same time-span the industry- 
wide wood replacement blade sales figures were generally trending downwards. 

50. The graphical comparison set forth below of Easton's Hybrid 
Replacement Blade sales vis-a-vis the entire replacement hockey stick blade sales market 
set forth in the Market Report over the same time-frame is representative measure of the 
tremendous commercial success of Easton's Hybrid Replacement Blades. 



2001 2002 
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2003 




$693,728.00 



□ Easton Hybrid Replacement Blade 



B Market Replacement Blade (Wood & 
Composite) 



52. Hence, whether Easton^s Hybrid Replacement blades are compared with 
replacement hockey stick market as a whole or vis-a-vis the wood replacement blade 
market only, which has lost market share over the three years in which Easton's Hybrid 
Replacement Blades have been on the market, it is clear that Easton 's Hybrid Replacement 
Blades are gaining significant market share in what can only be characterized as highly 
competitive market 

Accordingly, the direct evidence of applicant's increasing sales of its hybrid hockey stick, 
i.e., commercial success, in an otherwise level or declining market for directly competing 
replacement blades, establishes the necessary nexus that the commercial success was predominantly 
due to the claimed invention. With regard to the objective indicia criterion of "long felt need," both 
the previously discussed prior art patents ('916 patent to Rodgers and *195 patent to Tiitola et al.) 
reference the need to retain the industry preference for maintaining the "feel" of traditional wooden 
sticks while utilizing replacement blades and composite materials. 

As the Federal Court has indicated, "evidence of [objective indicia] may often be the most 
probative and cogent evidence in the record . . . objective indicia may often establish that an 
invention appearing to have been obvious in light of the prior art was not." Stratoflex, Inc. v. 
Aeroquip Corp., 713 F.2d 1530, 1538-39 (Fed. Cir. 1983); see Demaco Corp. v. F. Von Langsdorff 
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Licensing Ltd, 851 F.2d 1387, 1391 (Fed Cir. \9%%)\ Alco Standard Corp, v. TennesseeValley 
Autk, 808 F.2d 1490, 1500-01 (Fed. Cir. 1986) (affirming trial court finding of nonobviousness 
based predominantly on evidence of commercial success); Lindemann Maschinenfabrik GMBH Am, 
Hoist & Derrick Co., 730 F.2d 1452, 1461 (Fed. Cir. 1984) (reversing trial court for failure to 
consider commercial success even though all other factors indicated invention was obvious). 
Moreover, when the claimed invention is "simply a variation on known themes " ~ as the rejection 
dated May 1, 2006 claims — "use of objective indicia is most relevant and persuasive." ConVl Can 
Co. V. Monsanto Co., 948 F.2d 1264, 1273 (Fed. Cir. 1991) ("when differences that may appear 
technologically minor nonetheless have a practical impact, particularly in a crowded field, the 
decision-maker must consider . . . objective indicia ... in understanding the state of the art at the 
time the invention was made"). Notably, in the context of an ex parte prosecution, the Federal 
Circuit has instructed the Patent Office "that it must [also] consider objective evidence of 
nonobviousness - e.g. commercial success." In re Huang, 100 F.3d 135, 139 (Fed. Cir. 1996) (citing 
to In re Sernaker, 702 F.2d 989 (Fed. Cir. 1983)). Thus, the direct evidence of commercial success 
that is wholly or predominantly attributable to the claimed invention indicates that the invention is 
not obvious of the prior art. 




Respectfiilly submitted, 
JONES DAY ^ 



Dated: June 13,2007 



Reg. No. 38,948 



555 South Flower Street, 50''' Floor 
Los Angeles, California 90071 
213-489-3939 
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VIIL CLAIMS APPENDIX 

Claim 30. A hybrid hockey stick blade adapted to being removably coupled to a hockey 
stick shaft comprising: 

a composite paddle portion comprising: 



a front face and a back face; 

ii. the heel section comprising front-side and back-side facing surfaces that are 
recessed relative to adjacent portions of the front and back faces; 

iii. the elongate member further comprising an inner foam core and one or more 
plies disposed within a hardened resin matrix material overlaying the inner foam core, 
wherein the one or more plies comprise fibers aligned in one or more defined directions; and 
a wooden hosel portion comprising: 

i. an adapter member constituted at least in part of wood and extending 
longitudinally from a first end section to a second end section; 

ii. the first end section includes a slot wherein the recessed surfaces of the heel 
section are received and permanently coupled thereto; and 

iii. the second end section being adapted for receipt within a tubular portion of a 
hockey stick shafts 

wherein a portion of said fibers being interposed between one or more of the recessed heel section 
surfaces and an overlying inner surface defining the slot in the first end-section of the hosel portion. 



1. 



an elongate member extending from a tip section to a heel section and having 
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Claim 31. The blade of claim 30, wherein at least part of one of the fibers is selected from 
the group consisting of carbon fiber, aramid, glass, polyethylene, ceramic, boron, quartz, and 
polyester. 

Claim 32. The blade of claim 30, wherein at least part of one of the fibers is selected from 
the group consisting of carbon fiber, aramid, glass, polyethylene, and ceramic. 

Claim 33. The blade of claim 30, wherein at least part of one of the fibers is selected from 
the group consisting of carbon fiber, aramid, and glass. 

Claim 34. The blade of claim 30, wherein at least part of one of the fibers is selected from 
the group consisting of carbon fiber and aramid. 

Claim 35. The blade of claim 30, wherein at least part of one of the fibers comprises carbon 

fiber. 

Claim 36. The blade of claim 30, wherein the recessed front-side and back-side facing 
surfaces of the heel section are configured to be partially received within the slot of the first end 
section. 

Claim 37. The blade of claim 30, wherein the recessed fi:ont-side and back-side facing 
surfaces of the heel section are configured to be entirely received within the slot of the first end 
section. 

Claim 40. The blade of claim 30 fiirther comprising one or more internal bridge structures 
disposed within the foam core and extending between the front and back faces. 
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Claim 42. The blade of claim 40, wherein at least one of the one or more intemal bridge 
structures comprises one or more plies of substantially continuous fibers disposed within a matrix 
material. 

Claim 43. The blade of claim 40, wherein at least one of the one or more intemal bridge 
structure comprises non-continuous fibers disposed within a matrix material. 

Claim 44. The blade of claim 30 fiirther comprising one or more intemal bridge structures 
disposed within the foam core and extending between the recessed fi'ont-side and back-side facing 
surfaces of the heel section. 

Claim 45. The blade of claim 30 fiirther comprising one or more intemal bridge structures 
disposed within the foam core and extending between the fi'ont and back faces of the blade and 
between the recessed front-side and back-side facing surfaces of the heel section. 

Claim 46. The blade of claim 30, wherein the foam core fiirther comprises a top edge and a 
bottom edge extending between the front face and back face of the blade, wherein at least part of the 
outer perimeter of the bottom edge or the top edge of the foam is overlaid with a durable edging 
material. 

Claim 47. The blade of claim 46, wherein at least part of the outer perimeter of both the top 
edge and bottom edge of the foam is overlaid vsdth the durable edging material. 

Claim 48. The blade of claim 46, wherein the durable edging material is selected fi-om the 
group of materials consisting of thermoplastic resins, thermosetting resins, one or more groups of 



LAI-2875344vl 



24 



Patent 

Attorney Docket No. : 949797- 1 00029-US 
substantially aligned fibers disposed within either thermoplastic or thermosetting resins, and non- 
continuous fibers disposed within either thermoplastic or thermosetting resins. 

Claim 49. The blade of claim 30, wherein the foam core comprises at least one material 
selected from the group consisting of polyurethane, PVC, and epoxy. 

Claim 108. The blade of claim 30, wherein the foam core is comprised of one or more 
discrete elements. 

Claim 109. The blade of claim 30, wherein the wooden hosel is comprised of wood 
laminate. 

Claim 110. The blade of claim 30, wherein the wooden hosel is comprised of wood laminate 
overlaid with fiberglass. 
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IX. EVIDENCE APPENDIX 

1. Exhibit A is the "Declaration of Edward M. Goldsmith Pursuant To 37 C.F.R. 
§1.132" filed May 11,2005. 

2. Exhibit B is US Patent No. 5,303,916 issued on April 19, 1994 to Aubrey Rodgers. 

3. Exhibit C is US Patent No. 5,407,195 issued on April 18, 1995 to Tiitola et al. 

4. Exhibit D is US Patent No. 6,039,66 1 issued on August 6, 1 997 to Christian et al. 

5. Exhibit E is a Memorandum from Margaret A. Focarino, Deputy Commissioner for 
Patent Operations, dated May 3, 2007. 
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^{l: Decl. of Edward M. Goldsmith 
Attorney Docket: 949797-100029 US 
Express Mail No. EL 975109173 US 



HE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Continuation Application of: 

Inventor: Goldsmith, Edward M., et al. 
Serial No.: 10/759,525 
Filed: January 16, 2004 
For: Hockey Stick 

Docket No.: 949797-100029 US 
Customer No.: 34026 



Group Art Unit: 3711 
Examiner: Mark S. Graham 



DECLARATION OF EDWARD M. GOLDSMITH 
PURSUANT TO 37 C.F.R. S1.132 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

I, EDWARD M. GOLDSMITH, declare as follows: 

1. I am a citizen of the United States of America, having been bom on September 
20, 1966 in the State of Georgia. I presently , reside in Studio City, California. 

2. I am one of two named inventors of U.S. patent application no. 10/759,525 filed 
on January 16, 2004 (the subject patent application), which is a continuation of U.S. patent 
application no. 09/663,598 filed on September 15, 2000, each appUcation of which is assigned to 
Jas. D. Easton, hic. 



CERTIFICATE OF MAILING 
(37C.F.R.§1.10) 

I hereby certify that this paper (along with any referred to as being attached or enclosed) is being deposited with the United States Postal Service 
on the date shown below with sufficient postage as "Express Mail Post Office To Addressee' in an envelope addressed to the Commissioner for 
Patents. P.O. Box 1450. Alexandria, VA 22313-1450. 

EL 975109173 US Yolanda 0. Ybuan 

Name of Person Mailing Paper 

May 11.2005 . — — — — - — 

Date of Deposit Signature of Person Mailing Paper 
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3. I have a B.A. degree in Economics from Emory University, which I received in 
May 1988, during which time I played hockey for Emory University. 

4. After graduating from Emory University, I coached two semi-pro hockey teams in 
Europe from 1988 to 1992, while I continued to play hockey. 

5. From 1992 to 1996, I was employed by two leading goalie hockey equipment 
manufacturers. My primary responsibilities during my employment included research and 
development of new and improved goalie equipment including goalie hockey sticks. 

6. Since 1998, 1 have been and continue to be Vice President of the Hockey Division 
at Easton Sports, a wholly ov/ned subsidiary of Jas. D. Easton, Inc., a California corporation 
(collectively referred to herein as "Easton"). 

7. My responsibilities as Vice President of Hockey include market analysis, research 
and development of new and improved hockey equipment including hockey sticks and blades, 
and marketing existing and new hockey equipment products. 

8. Prior to becoming Vice President, from about December 1996 to about April 
1998, 1 was employed as an engineer by Easton in the Hockey Division. 

9. My primary responsibilities as an engineer at Easton included researching and 
developing new hockey equipment products including hockey sticks and hockey stick blades. 

10. I have played hockey since I was a child in Georgia, during high school in 
Georgia and college at Emory University. Subsequently, I played hockey while coaching in 
Europe in Nantes, France and London, England, and I continue to play hockey to this day in El 
Segundo, Califomia. 
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11. Easton is in the business of making and selling a variety of hockey equipment 
including hockey sticks and replacement hockey stick blades and has been in this business for 
over 25 years. 

12. My experiences as hockey player, coach, engineer and Vice President of Easton's 
Hockey Division has made me intimately familiar with the hockey stick and replacement blade 
industry. 

13. A hockey stick is generally comprised of a blade portion and an elongated shaft 
portion, which allows the user to manipulate or communicate with the blade during play or use. 

14. Early hockey sticks were manufactured by carving a single piece of wood into the 
desired hockey stick shape. In these early hockey stick constructions, the blade and shaft were 
seamless unitary extensions of one another. The hockey stick illustrated below is representative 
of such a construction. 



15. Although such unitary hockey stick constructions were thought to promote 
durability while providing a uniform construction, as described in U.S. Patent No. 1,601,116 



Early Hockey Stick Carved from a Single Piece of Wood 
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issued to Zachariah Adam Hall in 1926 (Attached as Exhibit A hereto, hereinafter referred to as 
"Hall"), the manufacture of such hockey sticks was recognized as producing considerable 
amovmts of waste making them increasingly more expensive to manufacture. 



In the production of a hockey stick from a single piece of 
wood there is necessarily a considerable amount of waste in the 
shaping of the handle and blade, and the loss or waste of material 
in the manufacture is approximately equal to the amount in the 
manufactured product. 



(Hall at p. 1:1-6,15-21). 

16. In ail attempt to reduce manufacturing costs resultant from the waste described in 
Hall, the hockey stick industry trended away from such early hockey stick constructions toward 
the two component constructions disclosed in Hall. 

17. Specifically, Hall discloses an all-wood hockey stick in which the shaft and blade 
are formed as separate wood components and then permanently mated together at a tongue and 
groove joint with glue and nails. 



The hockey stick comprises two separate parts viz: —a 
handle shaft 1 and blade 2, with the grain of the wood running 
lengthwise of each part. By separately making the blade and 
handle it is possible to use wood of any kind, weight, or texture in 
the blade and to use a different wood in the handle of the same 
stick, so that the desired strength and balance may be acquired. 

In each of the figures the handle shaft 1 is shown to be 
formed with a groove or recess 2 extending upwardly into the said 
shaft from the lower end thereof, and the heel of the blade 3 is 
formed with a tongue 4 which, when the parts are assembled, is 
entered in the groove and, for the purpose of making a substantial 



The object of my invention is to devise a strong, durable 
and uniformly finished hockey stick that can be inexpensively 
manufactured and for the construction of which wood can be used 
that heretofore has been considered factory scrap. 
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joint between the handle shaft and the blade, is of corresponding 
shape and dimension to the groove. 

* * * 



In the preferred construction the handle shaft extends to the 
sole of the blade and the sides of the groove or mortice tightly 
embrace the sides of the tongue or tenon and form with it the heel 
of the stick. The parts are glued together and nailed to form a 
substantial joint between the blade and the handle shaft. 



(Hall at p. 1:77-95 and p.2:20-27). 



Figures 1-4 of Hall 





(Hall Figs 1-4 (reproduced)). 



18. A notable disadvantage of this type of construction, however, is the incorporation 



of a substantial mechanical joint at the heel of the blade - the very region of the hockey stick 

that incurs some of the greatest impact forces during use. 

19. This disadvantage was recognized by Hall in his attempt to compensate for the 

structural weakness associated with placing such a substantial joint in this high impact region. 

By this construction the hockey stick will have the same or greater 
tensile strength than if made of a single piece of wood and the end 
grain of the wood at the lower extremity of the handle shaft will be 
presented to the surface of the ice and will protect the heel of the 
blade from excessive wear and thereby increase the life of the 
hockey stick. 
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(Hall at p. 2:27-35). 

20. Notwithstanding the disadvantages associated with placing such a substantial joint 
in a high impact region, the all-wood hockey stick construction disclosed in Hall had the 
advantage of significantly reducing manufacturing costs while retaining uniformity of the hockey 
stick in two significant aspects. 

(a) First, because the entire firont and back faces of the blade including the heel 
region were entirely formed of wood, no significant disjoint existed between adjacent regions of 
the blade. In other words, the entire fi-ont and back faces of the blade, even at the heel, were 
each made of wood and as such provided uniformity along the main impact zones of the blade. 

(b) Second, because the regions of the blade and shaft that formed the tongue and 
groove joint were formed of like materials (i.e. wood) having substantially similar physical 
properties, the joint was less likely to weaken over time and with use. 

21. The tongue and groove joint of the all-wood hockey stick construction disclosed 
in Hall achieved vsddespread acceptance among hockey players and the hockey stick industry for 
some time and continues to be employed to this day in the manufacture of "traditional" wood 
hockey sticks. However, as described in the Background Section of the subject application, such 
traditional wood sticks, although providing a "feel" that many hockey players prefer or perhaps 
over the years have become accustomed to, nevertheless continued to have many shortcomings. 

22. First and foremost, wood hockey sticks lacked durability often due to fractures in 
the blade, which frequently occurred at the joint between the blade and the shaft. Thus, frequent 
replacement was required. This is not surprising given the substantial and sudden impacts 
received by the blade during the normal course of play (e.g., swinging the blade at high speed at 
hard vulcanized rubber pucks, slapping the blade on the ice, smashing the blade into or between 
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the rink boards, goal bars, skates, etc.). Furthermore, due to the variables inherent in wood 

construction and manufacturing techniques, wood sticks were often difficult to manufacture to 

consistent tolerances (e.g., the curve and flex of the blade often varied even v^th the same model 

and brand of stick). Thus, when the stick was no longer in usable condition, the player was left 

without a seamless and comfortable replacement. Moreover, because the blade and the shaft 

were permanently attached to one another, the durability of wood hockey sticks was dependent 

on the individual durability of each component. 

23. As explained in U.S. Patent No. 5,303,916 issued on April 19, 1994 in the name 

of Aubrey Rodgers (previously cited in the parent application, and attached as Exhibit B hereto), 

in an attempt to improve upon the durability of traditional wooden hockey stick constructions, 

contemporary hockey stick design ~ with the contemporaneous advent of tubular non-wooden 

hockey stick shafts beginning in the mid-to-late 1970*s to early 1980's ~ increasingly veered 

away from the traditional pemianently attached blade towards a replaceable blade configuration 

so that a damaged blade could be readily removed from the shaft and replaced with a new blade: 

Hockey Sticks have traditionally been a one-piece wooden 
structure. During a typical hockey game, a hockey stick can 
impact the ice hundreds of times at force levels that often result in 
fracture or breakage of the stick. Breakage of hockey stick occurs 
most frequently at the blade portion or at the lower part of the shaft 
that extends from the blade portion. It is thus fairly common for 
many hockey players to replace a broken stick at least once during 
each hockey game. 

In an attempt to improve the durability of a hockey stick 
without sacrificing the characteristics of weight, feel, and 
flexibility tiiat are desirable in a hockey stick, materials other than 
wood have been resorted to in constructing hockey sticks. Thus 
although a wooden hockey stick has set the standard for weight, 
feel and propulsion of a puck, a new generation of sticks have been 
formed of plastic and aluminum, as well as laminates of fibrous, 
plastic and resinous materials. Generally plastic and aluminum 
provide good strength characteristics for a hockey stick, but the 
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weight, wear and feel of these materials do not command universal 
acceptance by hockey players. 

Since most hockey players prefer a wooden hockey blade, 
much attention has been directed to the development of a durable, 
non-wooden hockey stick shaft that can be used with a wooden 
blade but is less likely to break than a wooden shaft. One result of 
such development effort is a hollow aluminum or fibrous hockey 
stick shaft capable of receiving a replaceable blade that can be 
formed of wood or plastic. 

For example, U.S. Pat. No. 4,086,115 to Sweet et al. 
[issued April 25, 1978] shows a hollow hockey stick shaft made 
from graphite fiber and resin. The hockey stick includes a wooden 
blade with a tonjgue that engages one end of the hollow shaft and is 
bonded therein with a polyester resin mixture. It has been found 
that hollow shafts formed of graphite fiber and resin as disclosed in 
this patent are more durable than wooden shafts but are still prone 
to fracture under the usual forces that a stick is subject to in a 
hockey game. 

(•916 Patent at Col. 1:14-54). 

24. As noted in the '916 patent, initially the tubular shafts were formed of aluminum 
or fibrous plastics. However, since most hockey players preferred a wooden hockey blade, the 
blades in these replaceable blade configurations continued to be made of wood. 

25. Replacement hockey stick blades are typically comprised of a paddle portion and 
a hosel portion. The hosel portion extends upward from the paddle portion and includes an 
upper region that is adapted to being removably connected within the hollow of the lower portion 
of a tubular hockey stick shaft. 

26. In order to retain a uniform hitting surface of the blade while providing a means 
to connect the blade to the shaft, the hosel on such wood replacement blades was also formed of 
wood. In this manner, the entire blade maintained a substantially uniform wood construction 
(even at the heel region) that players had become accustomed to by way of their use of 
traditional hockey sticks. 
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27. Also as noted in the '916 patent, while the replaceable blade configuration 
improved dxirability of the hockey stick by allowing independent replacement of the blade, the 
configuration did not overcome the continued lack of durability inherent in such wood blades. 

28. In about the late 1980's to early 1990's, in an attempt to improve blade durability, 
replacement blades ~ including those sold by Easton ~ began being made of synthetic materials, 
such as plastic and composites. 

29. Because there was no need for such synthetic blades to have a joint at the heel, 
such synthetic blades were typically formed as unitary synthetic structures that extended from 
the tip of the blade to the upper portions of the hosel. Hence, the advent of the synthetic 
replaceable blade effectively made obsolete the need for the traditional tongue and groove joint 
employed in traditional wood hockey sticks, such as that disclosed in Hall, and subsequently 
employed in wood replacement blades. It was simply counterintuitive to employ such a joint in a 
synthetic blade that could readily be formed as a unitary structure since the primary goal of 
making synthetic blades in the first place was to improve durability. 

30. In addition to the added durability gained from removal of the mechanical tongue 
and groove joint, synthetic blades had many advantageous over wood blade constructions 
described above and in the Backgroimd Section of the subject patent application. 

31. Notwithstanding the many advantageous of synthetic replaceable blades, there 
continued to be a significant number of players that preferred traditional wooden hockey sticks 
and replaceable blades even though more durable synthetic replaceable blades became 
increasingly available. 

32. As described in U.S. Patent No 5,407,195 issued on April 18, 1995 to Antti-Jussi 
Tiitola et al. (attached as Exhibit C hereto), there was a perception by those of skill in the art 
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that the continued preference for traditional wooden hockey sticks was due to the failure of 
synthetic blades to provide physical attributes (e.g., stiffness, flex, weight, etc.) that sufficiently 
imitated the "feel" of wood blades while retaining the improved durability desired from such 
blades. 

A blade for a hockey stick must be extremely strong in 
order for it to indure [sic] the tremendous forces developed 
between it and a puck. On the other hand, the blade must have a 
certain amount of flexibility so that the player has an acceptable 
level of "feel" while handling a puck or executing a shot. The 
optimum design of a blade furthermore includes a primary concave 
contact face which places a further limit on its construction; the 
blade also usually has a corresponding convex contact face which 
is more or less pjarallel to the concave face, i.e. in order to keep the 
weight of the blade low. 

Many types of hockey sticks are presently known. 
Traditional blades for ice hockey sticks are made of one or more 
pieces (e.g. layers) of wood. A shortcoming of wooden blades is 
that they are generally not strong enough and thus do not hold up 
well under the usual conditions encountered when playing hockey. 
Moreover, laboior and material costs for the manufacture of 
wooden blades are relatively high. 

A wooden blade may also be reinforced with fiber (e.g. 
glass) fabric which is impregnated and bonded to the wooden 
surface with a synthetic resin. These types of reinforced wooden 
blades have given good results including good playing 
performance; This performance is mainly the result of the 
. combination of low weight and high stiffiiess. 

Blades made entirely out of synthetic materials are also 
known; these include composite blades comprising a fiber (e.g. 
glass) laminated core (see for example U.S. Pat. Nos. 4,059,269, 
4,488,721, 4,591,155, 4,600,192, Finish Pat. No. 65018, etc.) 
However, difficulties are still encountered in providing a 
(synthetic) composite blade for a hockey stick that can withstand 
the substantial impacts to which it is subjected during use yet 
provide a "feel" comparable to that of traditional wooden sticks 
when handling the puck and executing a shot. Plastic blades may, 
for example, have good strength characteristics but may have 
(high) weight, (low) wear and/or feel (i.e. low stiffness) 
characteristics which may be unacceptable to some players. It is 
possible, for example, to obtain a li^t weight blade having good 
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stif&ess by using a core of polyurethane foam, but, such a core 
may have a limited shear strength which may lead to internal 
fracture of the blade during use. 

Accordingly, it would advantageous to have an altemative 
composite blade construction for a hockey stick or the like which 
may be strong, durable, light weight and of acceptable stiffness. 

C195 patent at CoL 1:19-68). 

33. Although, as noted in the '195 patent, the hockey stick industry continued to focus 
on imitating the "feel" of traditional wood blades using the more durable composite materials, 
many players nevertheless continued to prefer wood hockey sticks and replaceable blades. 

34. I came to the realization that the preference for wooden hockey sticks was 
perhaps not only a derivative of the fact that the industry had failed to sufficiently "imitate" the 
"feel" of wood using synthetic materials construction materials, but that the preference may also 
be derivative of the manner by which the shaft and the blade of traditional wood hockey sticks 
were joined. In other words, while the industry perceived the preference for traditional wooden 
hockey sticks as primarily one of materials, I - contrary to industry perceptions - perceived the 
preference not only in terms of materials but also in terms of the manner by which the shaft and 
blade of traditional wood hockey sticks were mated or joined in such traditional hockey sticks. 

35. The result of this realization is embodied in the hybrid hockey stick blade 
constructions and configurations disclosed in the subject patent application, which was first filed 
on September 15,2000. 

36. Prior to 2001 there were generally three categories of replacement hockey stick 
blades - wood, plastic, and composite. See Exhibit H discussed below. The three categories, as 
previously noted, are descriptive of the primary construction materials of the hosel and paddle. 
Hence for example the hosel and paddle of a "wood" replacement blade are each substantially 
constructed of wood or wood laminate and are often overlaid with fiberglass to improve 
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durability. The hosel and paddle portions of a "plastic" blade are typically formed as a unitary 
injection molded structure made of PVC or like material. The hosel and paddle portions of a 
"composite" blade are typically formed of fibers (e.g., carbon, aramid, graphite, etc.) disposed 
within a hardened resin matrix material or resin overlaying a core structure such as foam or ABS 
plastic. 

37. In about March 2001, Easton first sold its "Hybrid Replacement Blade" product. 
Easton continues to sell its Hybrid Replacement Blade products to this day. 

38. Exhibits D-G are color copies of selected pages firom Easton's 2001 through 
2004 hockey catalogs depicting the various replacement hockey stick blades that were sold by 
Easton during those years. For each catalog the selected pages include (1) the fi-ont and back 
cover pages, (2) the pages of the catalog that illustrate Easton's replacement blades being sold 
that year, and (3) a page that includes a table of each replacement blade model and series thereof 

39. As described in the catalog pages (Exhibits D-G), Easton's Hybrid Replacement 
Blades are adapted to being removably coupled to a hockey stick shaft. Each Hybrid 
Replacement Blade comprises a composite paddle portion and a hosel portion constructed of 
wood. The composite paddle is generally comprised of a foam core overlaid with multiple plies 
of fibers disposed within a hajrdened resin matrix. The heel region of the composite paddle is 
recessed. One end of the hosel portion includes a slot the other is adapted to being received 
within a tubular portion of a hockey stick shaft. The recessed region of the composite paddle is 
received within the slot and permanently connected thereto. 

40. Easton collects sales data regarding the sales of its own products. Table 1 below 
summarizes Easton's Hybrid Replacement Blade products described in the attached catalog 
pages by year and sales figures for each fiscal year, which runs from December 1 to November 
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30. The sales information for 2004 is only from December 1, 2003 to September 26, 2004, 
which, together with the cancellation of the NHL 2004-2005 season, explains the drop in sales 
for 2004. 

Table 1; Easton's Hybrid Replacement Blade Models 



Fiscal Year 


Hybrid Replacement 
Blade Models 


Units Sold 


Total Reyenue in 
U.S. Dollars 


2001 


HYBRID RB 


11,979 


$178,271 


2002 


HYBRID PRO 
JR. HYBRID PRO 


' 43,012 


$554,744 


2003 


HYBRID PRO 
JR. HYBRID PRO 
HYBRID SYNTHESIS 
HYBRID LAMI 


49,371 


$693,728 


2004 


HYBRID PRO 
JR. HYBRID PRO 
HYBRID SYNTHESIS 
HYBRID LAMI 


40,349 


$574,994 



41. As will be explained below in reference to the replacement blade market data, 
these sales reflect substantial year-to-year market gains in a highly competitive replacement 
blade market. 

42. Easton also continually evaluates the replacement blade market. Easton relies on 
independent parties, such as Rennie Media, Inc., to collect sales data regarding relevant markets 
and publish its findings. 

43. Attached as Exhibit H is a color copy of a report entitled "The U.S. Hockey 
Stick & Replacement Blade Market Sales for the 2003 Season'* prepared by Rennie Media 
Inc. Market Research Group (hereinafter "Market Report"), which specifically addresses 
replacement blade sales data for the U.S. market. 
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44. As noted on page 1 of the Market Report, the report is specifically formatted to 
facilitate participating companies to calculate their market share in various stick and blade 
categories: 

"This report is presented in a format that allows participating 
companies to calculate their market share in various stick and 
blade categories. Each company can also compare their average 
costs with industry-wide averages. And finally, 20003 sales are 
compared with 2002 sales. 

45. Also noted on page 1 of the Market Report is the Methodology and Supplier 
Participation List, which lists the companies, including Easton, that returned questionnaires that 
formed the basis for industry wide report embodied in the Market Report. Based on my 
knowledge of the industry, the participant companies identified in the Market Report constitute 
the vast majority if not all of the major brands of hockey sticks and replacement blades in the 
U.S. market. 

46. On page 6 of the Market Report is a summary of historical sales figures from 
1999 through 2003 of replacement hockey stick blades. See also pages 24-28. This historical 
sales summary allows Easton — ^as well as Easton' s competitors — ^to identify market trends 
related to the products it sells, competitiveness of its products, and the commercial success of its 
products. 

47. The figures in the historical sales summary on page 6 of the Market Report are 
broken down based on the type or category of blade so as to distinguish composite replacement 
blade sales from wood and reinforced wood replacement blade sales and from plastic or PVC 
replacement blade sales. As to the wood blades, there are three sub-categories of wood 
replacement blades identified in the Market Report: (1) Senior Blades (fiberglass-reinforced 
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hosel), (2) Senior Blades (hosel not fiberglass reinforced), and (3) Junior Blades (with and 
without reinforced hosels). 

48. A consolidated summary of the three sub-categories of wood versus composite 
replacement blade sales set forth on page 6 of the Market Report is presented by year in Table 2 
below. 



Table 2: Market Summary of Sales of Wood and Composite Replacement Blades 



Year 


Total Sales of Wood 
Replacement Blades 


Total Sales of 
Comoosite 
Replacement Blade 


Total Sales of 
Composite and 
Wood Replacement 
Blades 


1999 


$11,372,425 


$1,811,311 


$13,183,735 


2000 


$10,752,132 


$2,710,093 


$13,462,225 


2001 


$5,761,073 


$1,179,007 


$6,940,080 


2002 


$8,138,306 


$4,235,587 


$12,373,893 


2003 


$5,060,398 


$6,787,624 


11,848,022 



49. Notably, the industry-wide composite replacement blade sales figures during the 
time-span in which Easton's Hybrid Replacement Blade products were on the market were 
generally trending upwards while at the same time-span the industry-wide wood replacement 
blade sales figures were generally trending downwards. 

50. The graphical comparison set forth below of Easton's Hybrid Replacement Blade 
sales vis-a-vis the entire replacement hockey stick blade sales market set forth in the Market 
Report over the same time-frame is representative measure of the tremendous commercial 
success of Easton*s Hybrid Replacement Blades. 
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51. The graphical comparison set forth below between Easton*s Hybrid Replacement 
Blade sales vis-a-vis the entire wood replacement hockey stick blade sales market set forth in the 
Market Report over the same time-frame further illustrates the tremendous commercial success 
of Easton's Hybrid Replacement Blades 
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□ Easton Hybrid Replacement Blade 
n Market Wood Replacement Blade 



87.9% 



$5,060,398.00 



52. Hence, whether Easton's Hybrid Replacement blades are compared with 
replacement hockey stick market as a whole or vis-a-vis the wood replacement blade market 
only, which has lost market share over the three years in which Easton's Hybrid Replacement 
Blades have been on the market, it is clear that Easton's Hybrid Replacement Blades are gaining 
significant market share in what can only be characterized as highly competitive market. 

53. The noticeable gain in market share and commercial success of Easton's Hybrid 
Replacement Blades, is even more pronoimced when taking into consideration the very limited 
marketing that was expended on these products. Specifically, Easton did not mount any 
substantial advertisement campaign for the sale of its Hybrid Replacement Blades. In fact, the 
extent of advertising for Easton's Hybrid Replacement Blades amounted in most part to (1) 
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placement of the those products in Easton's annual catalogue, which Easton does for most if not 
all of its Hockey equipment products and (2) seeding of two hundred or so samples of the 
products with various distributors and players, which Easton does for most if not all of its 
Hockey equipment products. 

54. Moreover, Easton did not engage in any special or unique relationship with 
retailers for the specific intent of encouraging the sale of Easton's Hybrid Replacement Blades in 
a manner different from its other hockey equipment products. Rather, Easton's Hybrid 
Replacement Blades reached retailers through the normal channels of commerce, and without 
special promotion or pricing. 

55. Hence, Easton primarily relied upon word-of-mouth to sell its Hybrid 
Replacement Blade products. 

56. Attached as Exhibit I are various trade magazines articles reflecting the 
recognition in the industry of Easton's Hybrid Replacement Blade products. 

57. Thus, not only did the development of Easton's Hybrid Replacement Blades fly in 
the face of historical industry trends and developments in hockey sticks and replacement blades 
as set forth above, the significant commercial success of Easton's products constitute yet another 
compelling indicia of the inventiveness of Easton's Hybrid Replacement Blade products as 
presently claimed in the subject patent application. 

58. I further declare under penalty of perjury that the foregoing statements made 
herein of my own knowledge are true and correct and that the statements made upon information 
and belief are believed by me to be true, and further, that these statements were made with the 
knowledge that willful, false statements and the like are punishable by fine, or imprisonment, or 
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both, under Section 1001 of Title 10 of the United States Code, and that such willful, false 
statements may jeopardize the viilidity of the subject patent application or any issue thereon. 



Executed this 1 1th day of May 2005, al Van Nuys, California. U.S.A. 




Edwar^l Goldsmith 
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MEMORANDUM 

DATE: May 3, 2007 

TO: T£filmology Center Directors 

FROM: Maf-gatf et A. Focanno 
Deputy Commissioner 
for Patent Operations 



SUBJECT: S»p«m. C.«rt dechloB SSR M'l Co., y. TelePex, Inc. 

The Supreme Court ha. issued its opinion in '^^^•-^f "ot^riT^ W7 
I?o/c4 103(a) when fteclmmr^.!-^^ 

Co. ». Teleflex. Inc.. No »^"50 (U.S Apr. 30, 2^ ^ ^ opinion 

IfflE^i&Swmsa^^^^l^^^w of the KSR decision in the ne« 
Sr^Sr^oeS'SrvLg^intsshouidhen^^ 

fl S^r^ level of ordinary skill in the pertment art; and 
(d) evaluating evidence of secondary consideration. 

., r> i«i IT ■! 1 17-18 148 USPQ 459, 467 (1966). 
Graham v. JohnDeere, 383 U.b. 1, i '-le. "» 

p)^eCo..didnot.o.aUy«^*e^of^^^ 

the obviousness analysis. Rjther *^Jp°"^'^3^^^^ subject matter could provide a 



§ 103(a) 



(3) The court rejected a rigid ^Pf -ti-"!;^ ''^^ ^nS^^^ 

i4 which reqmred a showmg of ^^"^^^^^ dements in the m»ner 
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MEMORANDUM 



DATE: 



May 3, 2007 



TO: 




FROM: Maf gafet A. Focanno 
Deputy Commissioner 
for Patent Operations 

SUBJECT: Supreme Court decision on KSR Int'L Co., v. Telejlex, Inc. 



The Supreme Court has issued its opinion in KSR, regarding the issue of obviousness under 
35 U.S.C. § 103(a) when the claim recites a combination of elements of the prior art. KSR Int'l 
Co. V. Teleflex, Inc., No 04-1350 (U.S. Apr. 30, 2007). A copy of the decision is available at 
http://www.supremecourtus.eov/opinions/06pdf/Q4-13S0.pdf . The Office is studying the opinion 
and will issue guidance to the patent examining corps in view of the KSR decision in the near 
future. Until the guidance is issued, the following points should be noted: 

(1) The Court reaffinned the Graham factors in the determination of obviousness under 
35 U.S.C. § 103(a). The four factual inquiries under Graham are: 

(a) determining the scope and contents of the prior art; 

(b) ascertaining the differences between the prior art and the claims in issue; 

(c) resolving the level of ordinary skill in the pertinent art; and 
(dj evaluating evidence of secondary consideration. 

Graham v. John Deere, 383 U.S. 1, 17-18, 148 USPQ 459, 467 (1966). 

(2) The Court did not totally reject the use of "teaching, suggestion, or motivation" as a factor in 
the obviousness analysis. Rather, the Court recognized that a showing of "teaching, suggestion, 
or motivation" to combine the prior art to meet the claimed subject matter could provide a 
helpful insight in determining whether the claimed subject matter is obvious under 35 U.S.C. 

§ 103(a). 

(3) The Court rejected a rigid application of the "teaching, suggestion, or motivation" (TSM) 
test, which required a showing of some teaching, suggestion, or motivation in the prior art that 
would lead one of ordinary skill in the art to combine the prior art elements in the manner 
claimed in the application or patent before holding the claimed subject matter to be obvious. 



Patent 

Attorney Docket No.: 949797- 1 00029-US 

X. RELATED PROCEEDINGS APPENDIX 

The Appeal Brief with exhibits of Application Serial No. 10/439,652, filed June 13, 2007, is 
attached hereto. 
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